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DETAILED ACTION 

1 . This is the initial office action based on the application filed on February 1 0, 2004. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on May 30, 2006 was filed after 
the mailing date of the application on February 10, 2004. The submission is in compliance with 
the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 9-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

The claim is drawn to " a program " per se, which can be characterized as either 
"functional descriptive material" or "nonfunctional descriptive material". As functional 
descriptive material when "consists of data structures and computer programs which impart 
functionality when employed as a computer component"; and as non-functional descriptive 
material if it "includes but is not limited to music, literary works and compilation or mere 
arrangement of data" (See "Interim Guideline for Examination of Patent Application for Patent 
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Subject Matter Eligibility", ANNEX IV, Page 50). The claims are being considered as functional 
descriptive materials in this case. However, "both types of "descriptive material" are 
nonstatutory when claimed as descriptive material perse". 

In addition, even considering the claim as "functional descriptive material" imparts with 
functionality, but not being employed as a computer component (or other physical structures), is 
considered as non-statutory. "In contrast, a claimed computer-readable medium encoded with 
a computer program... is thus statutory ." (See "Interim Guideline for Examination of Patent 
Application for Patent Subject Matter Eligibility", ANNEX IV, Page 53, First Paragraph;). 
Therefore, these two types of "descriptive material" are nonstatutory when claimed as 
descriptive material per se (See "Interim Guideline for Examination of Patent Application for 
Patent Subject Matter Eligibility", ANNEX IV, Page 50, Second Paragraph; & ANNEX I, Page 
30;). 

These issues also affect the dependent claims 1 1 and 12, thus claims 9-12 are rejected 
under 35 U.S.C. 101. 

6. Claims 9-12 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966) (also see the rejections under 35 USC § 1 12 
below). 



Application/Control Number: 1 0/775,82 1 Page 4 

Art Unit: 2625 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1 - 1 2 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

9. Claims 9 and 1 0 recite the limitations of " for causing to function ..." and "for executing 
the method ..." respectively, but, since the claim does not set forth any steps involved in the 
method/process, it is unclear what method/process applicant is intending to encompass. A claim 
is indefinite where it merely recites a use without any active, positive steps delimiting how this 
use is actually practiced. 

1 0. Claims 1 1 and 1 2 both recite the limitation of " for storing the program according to", 
but, since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite where it merely 
recites a use without any active, positive steps delimiting how this use is actually practiced. 

1 1 . Claims 1 , 6 and 8 recites the limitations of "tentative option", "determinate option". 
Such a limitation has not been explicitly depicted with sufficient descriptions in the instant claim. 
The scope of such a limitation is unable to be determined, which renders the claim scope 
indefinite. These issues also affect the dependent claims. 
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Claim Rejections - 35 USC §102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

13. Claims 1-4, 6 and 8-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Makino et aL (U.S. Patent No. 5,388,251) 

With regard to claim 1 , the claim is drawn to a printing apparatus (see Makino et al , i.e. 
Figure 1) having: display means capable of option display in which a plurality of options related 
to printing are displayed on a display screen (see Makino et al , i.e. Figure 1, Part 11 and Figure 
2); tentative option designating means for designating at least one arbitrary option out of the 
plurality of options as a tentative option on the display screen (see Makino et al , i.e. Figure 1, 
Part 10, specifically column 4, line 24, "function keys", such as: Up, Down, Left and Right keys); 
selection determination means for determining the tentative option as a determinate option (see 
Makino et aL i.e. Figure 1, Part 10, i.e. "Enter/Return key"); and print means for printing based 
on the determinate option (see Makino et al , i.e. Figure 1, Part 12), wherein said printing 
apparatus comprises: explanation requesting means capable of requesting, before the 
determination, a handling explanation including at least one of an operating explanation for 
guiding a next operation from a state of the option display and a function explanation for 
explaining a function of the tentative option (see Makino et al . i.e. Figure 1, Part 13, "Help 
Key"); and display switching means (see Makino et al , i.e. Figure 2, Part 21 "Buffer Switching 
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Unit ")fox switching, when the handling explanation is requested, display of the display screen 
from the option display to explanation display that is display of the handling explanation. 

With regard to claim 2 , the claim is drawn to the printing apparatus according to claim 

1 , wherein: a plurality of display modes are defined inclusive of an option display mode for 
commanding the option display (see Making et gl , i.e. Figures 2, 3 A) and an explanation display 
mode for commanding the explanation display; said explanation requesting means requests the 
handling explanation by switching from the option display mode to the explanation display mode 
(see Makino et gl , i.e. Figure 2); and said display switching means allows the display screen to 
perform the option display in the option display mode and the display of the handling 
explanation in the explanation display mode (see Making et gl , i.e. Figure 2). 

With regard to claim 3 , the claim is drawn to the printing apparatus according to claim 

2, wherein said explanation requesting means is key operation means for alternately switching 
between the option display mode and the explanation display mode by operating an identical key 
(see Making et gl , i.e. Figure 1, Part 13 "Help Key"). 

With regard to claim 4 , the claim is drawn to the printing apparatus according to claim 
1, further comprising: explanation printing commanding means for commanding explanation 
printing in which the handling explanation is printed by said print means before the 
determination (see Making et gl , i.e. Figure 1, Part 13 "Help Key", serves as "explanatign 
printing cgmmanding means" tg cgmmanding "the explanatigns " tg be printed gntg the display 
screen within the printer);. 

With regard to claim 6 , the claim is drawn to a printing apparatus (see Making et gl , i.e. 
Figure 1) having: display means capable of option display in which a plurality of options related 
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to printing are displayed on a display screen (see Making et al , i.e. Figure 1, Part 11); tentative 
option designating means for designating at least one arbitrary option out of the plurality of 
options as a tentative option on the display screen (see Makino et al ., i.e. Figure 1, Part 10, 
column 4, line 24, "function keys", such as: Up, Down, Left and Right keys)', selection 
determination means for determining the tentative option as a determinate option (see Makino et 
al, i.e. Figure 1, Part 10, such as "Enter/Return Key"); and print means for printing based on the 
determinate option see Makino et al , i.e. Figure 1, Part 12 ), wherein said printing apparatus 
comprises: explanation requesting means capable of requesting, before the determination, a 
handling explanation including at least one of an operating explanation for guiding a next 
operation from a state of the option display and a function explanation for explaining a function 
of the tentative option (see Makino et al . i.e. Figure 2); and explanation printing commanding 
means for commanding explanation printing in which the handling explanation is printed by said 
print means when the handling explanation is requested (see Makino et al , i.e. Figure 1, Part 13 
"Help Key", serves as "explanation printing commanding means" to commanding "the 
explanations " to be printed onto the display screen within the printer). 

With regard to claim 8 , the claim is drawn to a method of displaying explanations of a 
printing apparatus which displays a plurality of options related to printing on a display screen, 
specifies at least one arbitrary option as a tentative option, determines the tentative option as a 
determinate option, and performs printing based on the determinate option, said method 
comprising: an explanation requesting step capable of requesting, before the determination, a 
handling explanation including at least one of an operating-explanation for guiding a next 
operation from a state of option display, in which the plurality of options are displayed, and a 
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function explanation for a function of the tentative option; and an explanation executing step of 
executing one of a display switching step of switching display of the display screen from the 
option display to display of the handling explanation when the handling explanation is requested, 
and an explanation printing step of printing the handling explanation on an object to be printed 
(The claim is rejected under the same ground for at least the reasons set forth above. See the 
detailed discussion of the claims 1 and 6 above). 

With regard to claim 9 , the claim is drawn to a program for causing to function each of 
said means of said printing apparatus according to any one of claims 1 to 7 (see Making et al , 
i.e. column 4, lines 1-8, disclose the implementation of a "control program " to be stored on a 
ROM, to be processed by a microcomputer). 

With regard to claim 10 , the claim is drawn to a program for executing the method of 
displaying explanations of the printing apparatus according to claim 8 (see Makino et al . i.e. 
column 4, lines 1-8, disclose the implementation of a "control program " to be stored on a ROM, 
to be processed by a microcomputer). 

With regard to claim 11 , the claim is drawn to a storage medium for storing the 
program according to claim 9 so as to be readable by a printing apparatus which is capable of 
program processing (see Makino et al , i.e. column 4, lines 1-8, disclose the implementation of a 
"control program " to be stored on a ROM, to be processed by a microcomputer). 

With regard to claim 12 , the claim is drawn to a storage medium for storing the 
program according to claim 10 so as to be readable by the printing apparatus which is capable of 
program processing (see Makino et al , i.e. column 4, lines 1-8, disclose the implementation of a 
"control program " to be stored on a ROM, to be processed by a microcomputer). 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 5 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Makino 
et al. (U.S. Patent No. 5,388,251) (and alternatively over Hastings et al. (U.S. Patent No. 
5,885,012)) . 

With regard to claim 5 , the claim is drawn to the printing apparatus according to claim 
4, wherein an object to be printed in the explanation printing is one which can be attached to an 
object of attachment through an adhesive surface. 

With regard to claim 7 , the claim is drawn to the printing apparatus according to claim 
6, wherein an object to be printed in the explanation printing is one which can be attached to an 
object of attachment through an adhesive surface. 

Makino et al . does not explicitly disclose in words that "an object" to be printed "can be 
attached to an object of attachment through an adhesive surface". However, Examiner is herein 
taking an official notice that such claimed "object" having "an adhesive surface" is well-known 
in the field of label printing and/or general printing. Providing a few instances here for purpose 
of discussion (but not limited to the ones listed below in view of claim scope), such as: label 
sheets with adhesive surface, adhesive tape cassette/cartridge, sticker paper, Post-It ® Notes, and 
etc. 
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In addition, for purpose of advancing the prosecution, prior art, Hastings et al. is also 
cited for the record for illustrating the printing substrate or medium with adhesive property is 
well-known, and disclosure of adhesive tape is provided in Hastings et al . 

Conclusion 

1 6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A. Stadler (U.S. Patent No. 4,899,276) discloses a field-directed screen help technique. 

B. Hayama (U.S. Patent No. 6,1 15,024, Seiko Epson) discloses a display device, switched 
between a text displaying an image of a character string corresponding to text data on a 
display screen thereof and an image display mode for displaying an image corresponding 
to image data on the displaying screen. 

C. Sakai et al. (U.S. Pub. No. 2005/0057761, Seiko Epson) disclose a tape printing system, 
method of data processing in printing system, program and memory medium. 

D. Miyasaka (U.S. Pub. No. 2005/0007606 Al, Seiko Epson) discloses a printing apparatus, 
a display method of the printing apparatus and etc. 

E. Kurashina (U.S. Pub. No. 2003/021 8773, Seiko Epson) discloses a method of processing 
character in tape printer as well as tape printer. 

F. Sakuragi et al. (U.S. Patent No. 5,609,424) disclose a tape-shaped label producing device 
having input instructing messages . 

G. Hayama et al. (U.S. Patent No. 6,384,922, Seiko Epson) discloses a tape printer. 

H. Nunokawa et al. (U.S. Patent No. 6,092,947, Seiko Epson) disclose a tape printing 
device. 
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I. Nunokawa et al. (U.S. Patent No. 5,651,619, Seiko Epson), disclose a tape printing 
device with display. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacky X. Zheng whose telephone number is (571) 270-1 122. The 
examiner can normally be reached on Monday-Friday, 8:30 a.m. - 5 p.m., Alt. Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler M. Lamb can be reached on (571) 272-7406. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

18. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




